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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed j 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Specification 

1 . The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 3 is rejected because it is redundant. Claim 1 has already set forth that 
the fuel is a Fischer-Tropsch derived fuel. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
W099 13031. 



Application/Control Number: 10/086,775 Page 3 
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WO teaches an emulsion of Fischer-Tropsch (FT) derived fuel, a non-Fischer 
Tropsch water and a surfactant (see abstract). WO teaches that the fuel emulsion is 
directed to reducing pollutants (see page 1 , second and third paragraphs). The FT fuel 
may be such a fuel that boils in the diesel fuel range and the non-FT fuel boils in the 
same range as the FT fuel (diesel)(see page 3, second and third paragraph; page 9, 
first paragraph). 

The non-ionic surfactant is present in the emulsion in an amount from 0.001 wt% 
to 5 wt% and has an HLB of 7-25 (see page 4 last paragraph bridging page 5 through 
the first paragraph). WO teaches that the emulsion is formed by conventional emulsion 
technology, such as shearing (see page 5, last paragraph). The surfactant and water 
are mixed and then the fuel is added to this mixture and blended until an emulsion 
forms. The preferred water to fuel ratio is 30:70 (see page 8 last two paragraphs). 

WO does not specifically teach the particle size of the hydrocarbon and viscosity 
of emulsion. However, it would been obvious to one of ordinary skill in the art at the 
time the invention was made to optimize the shearing conditions through routine 
experimentation to obtain the best particle size and viscosity results. As to optimization 
results, a patent will not be granted based upon the optimization of result effective 
variables when the optimization is obtained through routine experimentation unless 
there is a showing of unexpected results which properly rebuts the prima facie case of 
obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980). 
See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 
1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 
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6. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
1152049. 

EP teaches a water in hydrocarbon fuel emulsion that is useful as a low-emission 
fuel (see abstract). The hydrocarbon emulsion has an average droplet size of between 
100 angstrom and 700 angstrom or 0.5-2.0 microns wherein the hydrocarbon fuel 
(diesel fuel) and Fischer-Tropsch synthetic diesel (see paragraphs 0016 and 0032). 
The surfactant used in the fuel is non-ionic with an HLB of 6-10 (see paragraph 0018) 
and is present in the emulsion in an amount of less than or equal about 4% (see 
paragraph 0042). There is between 5-15% water (see paragraph 0043). Claim 15 
teaches the process of making emulsion. EP exemplifies emulsions containing from 66 
up to 89% diesel fuel (see Examples). EP teaches the limitations of the claims other 
than the differences that are discussed below. 

In the first aspect, EP differs from the claims in that it does not specifically teach 
a mixture of FT fuel and conventional fuel. However, it would have been obvious to one 
of ordinary skill in the art to have prepared such a mixture because EP teaches that its 
preferred fuel is a low gravity fuel and EP discloses both conventional diesel fuel and FT 
derived synthetic diesel as suitable fuels. "It is prima facie obvious to combine two 
compositions each of which is taught by the prior art to be useful for the same purpose, 
in order to form a third composition to be used for the very same purpose.... [T]he idea 
of combining them flows logically from their having been individually taught in the prior 
art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 
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In the second aspect, EP differs from the claims in that it does not specifically 
teach the viscosity of the emulsion. However, it would be reasonable to expect that the 
fuel would possess the claimed viscosity given that the emulsions are made by shearing 
and they contain overlapping proportions for each of the claimed components. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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